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Albertson's claimed process may be Illustrated as follows 



ft~<JH2~<JH2 — C — N»"B + alkali metal aluminum hydride 
starting material 
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^7; 






reduction 

► R— -CH2 — CH2~''^^2 — ^N"— "B 

final product 

where R and B are organic radicals. The reaction involved is 
commonly known as a reduction reaction. In the ft 3,bertson 
opinion, the invention is also described as: 

A + B ► X 

where both A and X were new and unobvious and B was a well 
known reducing agent. 

5. Prjgr art in ftlbgrtgffn 

Aloertson's process was rejected over a prior patent to 
speeter and two journal articles authored by Rice and Rice. 
The CCPA describes the prior art as follows: 

The references need not be discussed in 
detail because they relate to considerably 
different compounds [vis'-a--vis Albertson's 
starting material] and are relied on only 
because each one shows the process step of 
reduction with lithium aluminum hydride as 
the reducing agent. 
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fit? F*2d at 380, ;,4i tispa at 731. In essence what the prdostf 
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art collectively taught was that a first compound having the 



group : 



O 



[(■"■. 



L'.-'- - ■■ ■ 



and otherwise different from Albertson^s starting materials can 
be reduced to a second compound having the group: 

by reacting the first compound with lithium aluminum hydride 
(an alkali metal aluminum hydride) • 



6. 



AnfllVBlg o; 



a* similarity of the steps of 
the claimed process to that 

gg thg prjgr art 

Albertson's manipulative step is identical in all 

respects to those of the prior art. Xn fact, there is 

but a single manipulative step in the Albertson process, 

I 
vi?. . reacting (a) Albertson's starting material with (b) atf^ 

n 

allcali metal aluminum hydride, or in the words of the opln%^iv 



A with B. 



The prior art*s single manipulative step is the same, 
Vjz . , reacting (a) starting material with the group: 
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with (b) a reducing agent to produce a final product having^# 



group with the formula -"-^H2' 
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b« General applicability of the 
prior art prooesfl to a variety 

oC, wfltgriala 

The prior art prooeases were applicable to a wide variety 
of compounds having' the 



group. Albertson claimed and the prior art described a 
process which can be shown generally as follows: 



+ alkali metal ► — CH2 — 

aluminum hydride 
starting material final product 

c« Similarity of the products 
and/or reactants to those of 

thg prior art 

The Albertson opinion reveals that the Albertson and prior 
art starting materials were different* 

d* Evidence of unexpected results 

or unggrtainty off v^mlX9 

The Albertson process and the prior art processes 
proceeded along similar lines. There was no evidence that 
Albertson *s yield was unexpectedly better than the yields o^ 

I 

the prior art. Nor were any particular process parameters 
(i.e., temperature, pressure, reaction time, solvent, etc.) 
recited in Albertson ^s claim. i 

r. 

The CCPA noted that Albertson uses a well known reduci' "^ 
agent which will reduce any compound having the characteriis^a 

, >^ ■ 

i^educible group. The change that takes place by reduotion^^l^s 
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ti^ shown to have been unexpectedly great. Both Albertson j||id 
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the prior art described the use of lithium aluminum halide to 
reduce a ca'rbonyl group (referred to as a keto group by the 
CCPA in the Albertapi) opinion) 



I? . < 

r,' 






■ 1 



to a hydrocarbon group ( — CH2 — ) # The CCPA goes on to note 
that even though no one ever made Albertson's starting 
material r the court was not satisfied that it would have been 
unobvious to reduce Albertson's starting material with a 
standard reducing agent. 



?• 



Plfiua^gmann ' g Invention 



Pleuddemann invented a method of using a new and 
unobvious starting material (a silane coupling agent) to bond^ 

(1) a polymer izable material having aliphatic unsaturation toi^ 

(2) a mineral filler to make a new and unobvious final produ<@| 
(a solid composite) . 

A polymerizable material having aliphatic unsaturation 
means a polymerizable material having the following group: 



The surfaces of the mineral fillers useful in Pleuddemann * s i 

invention have hydroxy 1 groups, viz , , groups with the formulai|s 

I' 



To bond the polymerizable material to the filler, 
Pleuddemann used a silane coupling agent having the formula: 









k^'^^u'^^'K-y ■■■' 
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/, '■ 



OCH3 



CH2*«CH — CO— 'CH2CH2 — K~C— N— CH2CH2CH2 — Si — OCH3 

O H H 6CH3 

Pleuddemann ' sllano coupling agent 

Pleuddemann * s process Is a two-step process* The 
polymerizable material, silane coupling agent, and filler are 
first mixed. Thereafter, they are polymerized to form a fina^ 
product. Pleuddemann ^ s invention works because the — si — GCHj 
on the right side of the formula reacts with the — OH on the 
filler to form the following connection: 

— si — — filler. 
The CH2«»CH — on the left side of Pleuddemann * s silane 

coupling agent reacts with the CHo'^'^K^K — on the polymerlzable 

-I 

material to form the following: 



polymerizable material — CH 



CH2 
polymerizable material — CH 



f 

tr. 



A" J- 



CH^ — silane coupling agent 



CH2 
polymerizable mater ial—--CH 

CH2 












t 



fher polymerizable material bonded through the silane coupiyiil^ 



^V; '■ r'^'. .-^ 



^^g^eijitit© the mineral filler can be represented as follows: 
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poXyiBciirizable material- 



CK 

1 
?H2 



polymerlzabie nAtorlal — CH 



CK2 

CH-— oilane coupling ag«nt-^Si-0 — fltJi!©*: 



?H2 



polymerlzabie material — CH 



CH2 



i^-- 

h-'- 



■■-■<• J 



8* PlQud^emann Prior Art 



The prior art applied in the Pleuddemayig case was a prlsajs 
patent issued to Pleuddemann. To avoid confueion, reference; ^ 



i' 



will be made to the "prior art." The prior art, like 



i 



Pleuddemann^ concerned bonding of polyinerizable materials ^4 
having a — CH««»CH2 group to a mineral filler having an — QH 
group through a silane coupling agent. The prior art silanff 
coupling agent had the following formula: 
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CH2«»CH — CO— Crf2CH2CH2 — Si — OCH3 

o 00113 

Prl0ir aa^ silane ooupling agent 
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The prior art p.mjo0€bb- involve)!^ the save two manipulat^ip^ 



as Pleudde}^«i3in*m |)]?Oipess and couples the filler to ^^m 
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polymer izable material through the sllane coupling agent in the 
same way. 

9« AnalyglB ■ gf Rlfladdflmflnn 

a. similarity of the stepft of 
the claimed process to that 

Of the prtpr art 

Pleuddemann ' 8 manipulative st€»ps are identical in all 
respects to those of the prior art* Both Pleuddemann and th«t 
prior art mix a polymerizable material, a silane coupling 
agent, and a mineral filler and then polymerize* 

b. General applicability of the 
prior art procesr. to a variety 

Of matgrialg 



t^^^mmmtimMmt 



The process described by the prior art can be applied to # 
variety of polymerizable materials, silane coupling agents, an(|^ 

mineral fillers. The keys are that (1) the polymerizable ^ 

Im- 
material has a — CH—CH2 group, (2) the filler has — OH groups^ 

and (3) the silane coupling agent has a — CH-—CH2 group on ottiSf 



I: 



end and an — Si — OCH3 group on the other end. | 



It should be recognized that the extent to which any 






I. 



particular silane coupling agent may bond a given polymer izablif 
material to a given mineral filler may be a function of the 
precise silane coupling agent used* In fact, Pleuddemann 
maintained that his silane coupling agent provides improved 
bonding. PTO found that claims to the final product of a 
mineral filler bonded to a polymerizable material through 






Fleuddemann ' s silane coupling agent were patentable in the sapi 



^^^^ 



application that^^ contained claims directed to the process. 
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Pleuddemann^s silana coupling agent was the subject of a 
n^pairately Issued patent. 



0* 



Similarity of the products 
and/or reactan'^s to those of 

thg prior art 



The silane coupling agents used by Pleuddeinann and 
prior art are different. Their formulae are illustrated 



below: 



CH2"~CH — CO — CH2 CH2 — ^N 

H 



OCH3 

N— <3H2CH2CH2 — Si — OCH3 
H OCH3 



Pleuddeinann ' s silane coupling agent 



0CH3 

CH2'^CH — CO — CH2CH2CH2 — 8i — OCH3 





Prior art silane coupling agent 
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Similarities and differences are readily apparent. Foth hav#l^ 

CH2- 

O 

group on the left side and an 

—Si — OCH3 
group on the right side. Both are "silanes" due to the 
presence of — si — groups ♦ However, as the formulae showi 
a difierence exists in the atoms whi^h connect the 
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1 

^1 









group on the left to the — Si — OCH3 group on the right* 

Obviously/ the polymerizable material, silane coupling 
agent r and mineral filler composite made by Pleuddemann 
differ from the prior art composite in the same manner ae 
Pleuddemann ^ s silane differs from the prior art silane, 

d* Evidence of unexpected results 

or vjnggrtflinty of reawXtg 

Pleuddemann * s process involves the same steps and proceeds 
along the same lines as the process of the prior art* There 
was no evidence that Pleuddemann *s process was faster or took 
place at a lower temperature. In fact, no process conditions 
(e.g., temperature, pressure) are recited in Pleuddemann *s 
claims. There was no evidence that Pleuddemann *s process wou$d 
not have been expected to work; in fact, both the Pleuddemannl 
and prior art processes proceed in accordance with the mannerl 
in which a silane coupling agent would have been expected to f 
bond a polymerizable material and a mineral filler — a | 



predictable result. 

Pleuddemann **modif led" the prior art process by using a 
new and unobvious silane coupling agent (as opposed to the 
prior art*s coupling agent) in an otherwise conventional 
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process for bonding polymerizable materials to mineral fill$ifii 
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Pleuddemann ' s silane coupling agent was not part of the pricK^ 

art. This Court noted: 

the boara^s hindsight coioparison of the 
funetionlng of the new [silane coupling agent] 
compounds with the functioiiing of the [silane 
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coupling agent] compounds pf the prior art was 
legal error* It uses appellant's specification 
teaching as though it were prior art in order to 
make claims to methods of bonding/priming using 



his admittedly novel compounds 
obvious • 



to be 



910 F.2d at 828, 15 USPQ2d at 1742* This Court also observed 

that the Board *s approach: 

involves, it seems to us, the same flaw we found 
in Kueh^. [^3 in that it presumes appellant's new 
group of silane compounds to be prior art. 

Id» at 827-28, 15 USPQ2d at 1742. Unexplained in Pleudd^yian^ 

is what precise facts are present in p^euddemanp which are not 



also present in puyc^^n or 



so as to cause a different 



result to have been reached. The rationale applied in each 
case is equally applicable to all three cases. Thus, 



p^rdj^q 



the «»e i»per«lBsibl, "hindsight- and the same -flaw- which , 
was present in Pleuddemann . On the other hand, it can be 
argued that Pleuddemeynn involved application of conventional | 
process techniques to make a new and unobvious product just ani 
D^rd^^ ^nd Albert^p|> involved conventional process techniques [ 

r 

to make a new and unobvious product. For these reasons, we 
cannot reconciX« ElSSJfliiSBaam with DuJCflfin and/or 



3-n ra Knehyl, . 475 F.2d 658, 177 USPQ 250 (CCPA 1973). 
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B. The Board correctly determined that 

Albertgon and Dwrden gontrol thtg ...appeal 

The Board held that several caeesi Including Al^>eytson and 
particularly Durdfiiir were controlling in this appeal (A6) . The 
Board was correct, and on that basis its decision should be 
affirmed. 

Decisio>a» of the CCPA are binding precedent until 
overruled by the Federal Circuit sitting ii> banc , fio y^t^ty co^Pr 
V. united States. 690 F.2d 1368, 215 USPQ 657 (Fed* Cir. 
1982). That AJ'bey1;;s9n continues to be viable precedent, 
despite a partial demise in KusJll,^ is readily apparent from 
Bauaifinr where Alb^rtsoy^'p viability is reaffirmed in clear 
terms, 763 P,2d at 1409, 226 USPQ at 361, despite urging by 
Durden Board minority that Albertgon had been overruled (A16, 



PV««fW«*^HV«W^iWW«*?«p«««^^V«WV*W^ 



S According to mshl, 475 F.2d at 664, 177 USPQ at 
255: "the principal opinion in L^ys^n [ In y^ Larsen , 292 F.24 

i 

531, 130 USPQ 209 (CCPA 1961) « cert, denied sub nom. I>arggn fi 
La^, 370 U.S. 936 (1962)] also appears to have erroneously I 

u 
■f" 

approached the § 103 obviousness question by asking whether ; 

J- 
J- 

' aiy^n the idea of the compound* (our emphasis) the process f|ir 
making it is obvious (see MPEP § 706.03(g)). To this extent 
[ 1 « e • / assuming a novel and unobvious starting material to h0 
part of the prior art], at least, Larsen and its progeny, 

HQgKegma [inrg HpftK,ggffia# ^32 F.2d 374, i4i uspq 733 (ccpa 

1964)] and hi^SiSiBSBf etre inconsistent with the statutory 
s^tandards of S 103 «" 
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np3).^ Llka the processes in p ^ yj ^^y i and KUssSSXSSSit ^^^ unliKe 
the process In KusJaJlr the process involved in this case is 
predictable. It is well known that an amine and an acid can )^s 
reacted to form an amide, as shown by the references relied 
upon oy the Board, including particularly Cook. 

Inasmuch as a predictable process is involved in this 
appeal, the Board correctly determined that the matter was 
controlled, inter ^JLia . by j^j^b^yt^p^ and JBucdfiD* Hence, the 
Board did not err in applying relevant precedent. 

Applicants erroneously contend (Brl4) that pqyd^n was 
nothing itore that a "Socrates" Moot Courtroom." Counsel for 
applicants made the same argument on a previous occasion. 

V 

S^e Wegner, "Much Ado About Durden,** 71 J. Pat* ft Tm. Off. f 
Soc'y 785, 799-802 (Oct. 1989). We view applicants as | 
contending that there was no case or controversy in D^r^ ehf 
thereby implying that the Federal Circuit rendered an advisd^^ 
opinion. We cannot agree* In Dur^en . PTO refused to gr^lnt ii& i 
patent based on a Board decision; Durden sought a patent, A- i 
There was a concrate dispute on the issue of obviousness an^ 
the Federal Circuit's P qycje n opinion waa not an advisory 
opinion. 
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^ The author of the fijaai^ Board minority opinion 

111 the author of the opinion on appeaZ. W''% 
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c. 



Apart from controlling precedent , the 
Board's decision is correct under a 

graham Vt Jfthn Pegre analyglB 



Assuming the Court cannot aff Inn on the basis of 
^nd p tf ]c fl§ in/. we nevertheless submit that the Board *s decision is 
correct • 

In various parts of their brief, applicants accuse the 
JSmcslBQ merits panel, and the PTO generally, of avoiding a 

ggaham Vt. John pgerg C9f . 383 u»s. i (isee), analysis in 



evaluating "obvious process'' rejections. Applicants' 
accusation overlooks what the examiner and the Board did in 
this case. A review of the examiner's answer and the Board's 
opinion will reveal that the Graham factors were considered. 

!• ggppg and ffgntent 9f th? prior art 

The examiner found (A119) that all of the references 



teach acylation of the amine to foxnn cephalosporin [cephem] 






compounds. The Board acknowledged the examiner's finding (J^#) . 
The examiner addressed the scope and content of each referernilt 



-^-f 



upon which he relied (A119«-120} . Cook, which the examiner 
found to be the most relevant prior art (A120) , was found ti^' 
describe the conventional technique for reacting acids and 
amines to make cephems. 

2. 



.if/: 



f 



f 






Differences between th© prior art 

and g]laAra94 gq&j?gt ffiat^.8;;: 

The examiner and the Board reoogniased the difference 
between the claimed subject matter and the prior art. Sef 
t'*«*ierein . . . the A portion differs"] and A120 ["the gyj^ . 

■■■" ■Jlr'' 

•''if 

^iH^fei^ence between what is being claimed arid the prior a«t^^ 
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the selection of a glj[,qfrt;:ly different acylatlon agent," i,e», 
acid] (emphasis by examiner) • 

3* The leygl Qt sKiJ,! in thft art 

As is often the case in appeals from PTO, there is no 
direct •*tesi:imony" on the level of ordinary skill in the art* 
Applicants, of course, were free to place such testimony in tho 
record had they been so inclined. 37 CFR § 1.132* 
Neverthelesi^ the prior art provides ample relevant evidence 
of the level of ordinary skill in the art. ;^n re Oelrich . 
579 F,2d 86, 91, 198 USPQ 210, 214 (CCPA 1978) (absent dil?ee# 
evidence of level of the skill in the art, the level is 

evaluated "solely on the cold words of the literature" and G^lf 

I 
must usually evaluate the level of ordinary skill solely on ^|e 

cold words of the literature) . g.sg alg9 Ch9ggrTini9 EqMtlMirt0|f 

V. Cu^erland , 713 F.2d 774, 779 X\,2, 218 US^ 673, 676 n.a 1 

w ■ 

(Fed, cir. 1983) (invention may be obvious without findings fC*|t 
level of skill where the prior art itself reflects an 
appropriate level and a need for expert testimony has not la^ti^ 






> 



Shown) , and Litton industrial Products. Inc. v. Solid Sta-fefe 

■ 't^I' ; 

Syatena . Corp. . 755 F.2d 158, 1€3>64, 225 USPQ 34, 38 (Feds, ^S|| i 

■■\rcjtt ■ *. 



W-f-*-. V' 



cir. X985) (a specific finding on the level of ordinary s]^tpl! 
in the axrt is not required where the prior art itself re£i|^^ 
an appropriate level) « 
I The literature makes it absolutely clear, as both the 

exeu&iner and the Board recognized, that one skilled in the ai^ 
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would have underatoGid that cephems are made by reacting a class 
of acids with a class of amines* 



4. 



The prior art and the level of 
skill in the art render the claimed 
subject matter f as a whole ^ obvious 
notwithstanding the difference between 
the prior art and the claimed subject 

Mftttgii: ^ 



^^^^^^^^ 



Given the prior art and the level of skilly the Board 
properly concluded that the claimed subject, as a whole, would 
have been obvious. 

Applicants' process for making cephems Involves a 
conventional technique for making cephems. Like others befOjg^ 
them, applicants "react** an acid with an amine. This was thf^ 
conventional technique used to make cephems. Applicants* 



reaction, like the reaction of the prior art, proceeds alo 
predictable lines. The examiner noted (A123): 

Appellants have not argued that the claimed 
process is in any way superior nor has any 
evidence been submitted to demonstrate any 
alleged advantage for the claimed process, 
(emphasis by examiner) . 
There are no particular process parameters, such as a 
particular temperature or pressure, or a recitation of a 
particular solvent. Nor have applicants shown that use of 
their new acid results in an unexpectedly greater yield 
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would result using prior art processes for making ceph«>ma# 











- 28 - 



%-yi I. 



■v*>. 






' . ■ -■ft-' 



1?' 



'Mi^f 



J->t-',-R.Jytli'i . 













Case 1 :06-cv-01 640-TFH Document 1 3-6 Filed 01/1 9/2007 Page 1 6 of 22 



0* Applicants' arguioenta do not show 

any wgor 9n the part gtthg, Bpard 

While it may or may not ba argument since it appears in 
the statement of case portion of their brief, applicants not^e 
that their novel and unobvious acid has both an acid group 
( — COOH) and an amine group ( — ^NH2) • Likewise, applicants 
correctly point out that the amine used in their process has 
both an acid and amino group* We refer the Court to Equation 
1# fiUCCa page 4, where the structural formulae of applicantd^ 
amine and acid are shown and where it is apparent that both 
have acid and amine groups (R^ may be an amino substituted 
group). Applicants maintain (Br3) that as part of their 
invention they discovered that the amino group on their amine! 

■i 

reacts with the acid group on their acid an^ that the amino 

I 

group on their acid does not react with the acid group on f 

their amine. Applicants* specification reveals that there m%MJ 

w ■■ 

be cases where the amino group of their amine may not always^ ft i 

^- ■ 












^:^ 



■f 



react with the acid group of their acid. If the "wrong" amino: f 
group would react with the "wrong" acid group, the wrong ami0§ 
group is "protected" from reaction with the acid group (A25| 
last two lines to A26, line 16). fiee ^Iso A24, Formula XIV, 
wherein R^ can be a chemically protected amino, thereby leajev^lnd 
the — COOH group on the [A] type compound of Formula XIV fl?i^ 
to react only with the amino group on the [B] amine and not 
with the protected amino group; the protective amino group 
the type [A] compound of Formula XIV is chemically blocked 
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S!eacting with the — COOH of the [B] amine compound. AppiM|¥i|^^ 
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e)cplaln how the protective amino group is subaequently 
"unproteetO(S" (A32^ lines 7-13). We call attention to 
applicants* claim 10^ which deals with the use of protected 
amines (A225) . The prior art Cook patent contains essentially 
the same teaching (A157, col^ 20, lines 5-11) to ensure that 
the amino groups on the [A] type acid compound (A153, Formula 
IV in col, 12) do not ree^ct with acid groups on the [B] type 
amine compound (A154| Formula III in col. 13) « Hence, 
applicants* argument that their amine and acid have both amino 
and acid groups, thereby implying that their reaction is 
unpredictable (because one would not know what amine group will 
react with what acid group) is believed to be without merit. 
The Cook patent shows that one skilled in the art would 
**protect** any amine group (or acid group for that matter, 






A154, col, 13, lines 35-40 — note carboxyl blocking group) whetil? 
one skilled in the art would not want that group to participa|i^ i 









"I'Pb^ 



in a reaction. The Cook patent supports the examiner's 
position (A122) that **[s] killed chemists are well aware of 
protecting * amino* groups and subsequent removal, if necessa 
The argument would suggest a problem where none is seen to 
exist*' (emphasis by examiner) • | 
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Applicants correctly point out (Br4) that there are |l 
several methods for making their cephems. See A31 through A^p^; 

r *. " 

wherein methods (a) through (g) are described. The Board I 



provided a cogent answer (A6-7) to applicants* argument. *«^-' * 
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faqt that there are different methods for preparing a ceph«ti|i# f 
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does not make any one method patentable. Each method must be 
evaluated on Its merits. MX, some, or none of the methods 
may be patentable. In this case, the Cook patent renders the 
presently claimed method unpatentable even if other methods 
described by applicants might be patentable (a matter upon 
which we express no views) . 

In the statement of the case portion of their brief, 
applicants mention an argument they made below. The argument 
was that four prior art references teach away from the 
direction taken by applicants (Sr4) • They also mention a 
Jorda declaration filed in proceedings before PTO« The Board 
made findings with respect to, and provided an answer for, 
applicants' argument (A9-10) . We find no argument in 
applicants" principal brief pointing out why the Board erred 
in being unpersuaded by applicants* '* teaching away" argument* 
Furthermore, applicants do not explain in their brief in this 
Court why the Cook patent does not support the Board's declsl<|i 
notwithstanding the other four prior art references. 

Applicants argue that there is no motivation to use theil 
particular novel and unobvlous acid to make their new and 
unobvlous cephem (Br3-5, 9-10) • In particular, applicants ^ 
that "there is not the slightest motivation shown from 
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the prior art in any reference that would lead one of ordinary 
skill in the art to use [their novel amine]" (Br9, emphasis by 

.5 

applicants) • £jj{:sjfc# the argument misses the point, because 
cephems are conventionally made by reacting acids with amineis^ 
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■The fact Is that applicants' process would have been obvious , 
absent some une^cpected result. It would have been obvious to 
coiQblne any acid with any azoine by reacting the acid with the 
amine if the reaction product of the acid and the amine would 
have been expected to produce a cephem« Second , and perhaps 
more important/ applicants' "no motivation" argument overlooks / 
and does not come to grips with, the examiner's finding 
(A120-121) that the acids Cook describes are generic to the 
novel acid used by applicants. Both applicants and Cook react 
an acid with an amine to make a cephem, and both applicants' 
cephems and those of Cook are antibiotics. Hence, it would 
have been obvious to combine any acid within the scope of 
Cook's patent with known amines to make cephems for the purpoi^e 
of making an antibiotic. Cook provides motivation to do so. | 
Applicants cite and rely on In re Mancy f 499 F.2d 1289, 



t- 

'■a 



182 USPQ 303 (CCPA 1974), and In r^ Kuehl . fiUEEfl. These —-^ 




differ factually from PMr^en or Alb^rtson . UailSX used a 






Starting material to make daunorubicin, a known compound. ^I§e| 
CCPA^ in reversing, said that "the process of producing the 
antibiotic by ffiAJtmripg, gtr^ptypiyff^p feiCwrffW^ would still b;^ 
unobvlous to those of ordinary skill in the art for the Bk^j^^ 






reason that the microorganism is unknown to them.*^ 499 F.2ifiik 
1293, 182 USPQ at 305. But the starting material used by 
Durden and Albertson was also "unknown to them." The same I 






true in £ushJL where Kuehl 's crystalline aluminosllicate wat 
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•^unknown to them*" Unlike Dur^en or ftjlbertson . however, the 
products produced by Manay and Kuehl were known products. 
Appllaants* argument (BrlO) that ttaUB^ ^nd JSughX ^"^^ 
binding precedent compelling reversal overlooke factual 
distinctions involved. Mancy and Kuehl discovered a new way 
of making an old material* This case (as well as Durden and 
Albertson ) involves an old technique (reacting an acid with an 
amine) to make a new product. Hence/ Mancy and JSUfibl a^ce n0t 
controlling under South Corp. v. united states. 690 F.2d 136$?, 



215 USPQ 657 (Fed. Clr. 1982 J , or In re Goateli . 872 F.2d *v»v/ 

\ 

10 USPQ2d 1614 (Fed. Cir.), reh»a in banc denied. No. 88-1634. 

■ 

1989 U.A.App* LEXIS 7522 (Fed. Cir. May 18, 1989). 

Applicants also rely on what they refer to as a "general 
statement" (Brl6) in this Court's in banc decision in In re 
llUJLfln* 919 F.2d 688, 16 USPQ2d 1897 (Fed. Cir. 1990), 

dgnlgd gvtfr ngmr Piill<?n Vt HanbggKr m s. ct. 1682 (1991). 

We have two responses to applicants* argument. Fiyst ,, the 
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I, 



statement quoted by applicants (Brl6-*'17) is dicta, because i^t 
represents the views of only six of the twelve judges %, 



: i\ 
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participating in Dillon , Second , nothing in the quoted 
statement says that the rejection sustained by the Board ini S| | 

"V, .-■'."'., ? 

this case is wrong. It may be, as pointed out by the DAX3^i^ fe-i 
plurality opinion, that puyder^ provides no basis for rejee^nfti 
all process claims involving old process steps; it is eqws^j^^l 

■■ 4w ■-■'"' 

■J T^J. i' ■ 
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true, however, that Dillon does not compel allowance of aliffiy^ fH 



■K 



BxiicXi process claims. 
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Th«i dieciaion o£ the Board was 



and should be 



^fiTltSfted^ 
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